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DECLARATION OF £• WAYNE FOLEY 
FOR 

PETITION UNDER 35 USC §118 

The undersigned, E. Wayne Foley, of 7550 Hub Parkway, Cleveland, Ohio 
44125-5794 is the President of Cleveland Motion Controls (hereinafter "CMC"), having a 
place of business at 7550 Hub Parkway, Cleveland, Ohio, 44125-5794 USA- CMC owns 
a division named CMC Torque Systems, having a place of business at 6 Enterprise Road, 
Billerica, Massachusetts 01821-5734 USA. 

Mr. Foley respectfully submits that the facts and the law show that Mr. Moshe 
Levnat has a duty to assign the above-identified patent application to CMC, and, given 
Mr. Levnat' s refusal to sign, that he as President should be permitted to sign all papers 
necessary for the lawful prosecution of the invention or inventions described and claimed 
in the above-identified application. Mr. Foley asserts that the facts in this matter are as 
follows: 

On January 4, 2003, by letter signed by Robert J. Kuniega, Vice 
President/General Manager, CMC offered Mr. Moshe Levnat employment as a Senior 
ElectroMechanical Engineer. Along with the offer letter, CMC sent Mr. Levnat a 
position description entitled, "CMC - Torque Systems Division Sr. Electrical Engineer - 
Electro-Mechanical/Servo products." A copy of each of the offer letter and the position 
description are attached hereto. 
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The position description calls out a series of items under the heading "Essential 
Duties and Responsibilities." Among these are: 

"Perform electro-magnetic design and development of all Servo motors." 

"Works in conjunction v^ith Sr. mechanical Engineer to develop all Electro- 
mechanical products." 

"Support the customer relationship efforts with comprehensive technical product 
presentations." 

"Maintain direct contact with key customers on an ongoing basis and is involved 

in major customer proposals." 
"With the Sr. ME, review and approves design changes, specifications, and 

drawing releases of electro-magnetic components." 

The position description calls out a series of items under the heading 
"Performance Metrics " Among these are: 

"Product development project on time completion to objectives." 
"Successful customer acceptance of application product design 
recommendations." 

During the course of his employment in the Billerica, Massachusetts facility, Mr. 
Levnat prepared a description of a stainless steel unsealed brushless motor, which 
description is entitled, "Grote stainless steel unsealed brushless motor proposal concept - 
3/18/03." A copy of this document is appended hereto, which copy has been annotated 
by hand on November 20, 2003 by Mr. Susanta Datta, a manager at CMC Torque 
Systems. The purpose of the proposal was to offer the customer Grote a motor suitable 
for use in the food industry, especially including the ability to operate in a wet 
environment, and to allow washing the equipment in which the motor is provided. Grote 
refers to the Grote Company, having a place of business at 1 160 Gahanna Parkway, 
Columbus, Ohio 43230-66 15 USA. The Grote Company is a manufacturer of food 
sHcing equipment. 

Mr. Levnat left the employ of CMC Torque Systems during 2003. A letter dated 
August 4, 2003 from Attorney A nthony P. Mondello of Zero Governors Avenue, 
Medford, Massaciiusetts 02 1 55, to Robert Kuniega, indicates that Mr. Mondello 
represents Mr. Levnat, and refers to "his request for a separation agreement to terminate 
his employment." The letter refers to the "... employment agreement with Mr. Levnat 
dated February 4, 2003 (copy attached) ... ." The attachments to Mr. Mondello's letter 
are copies of the same letter and position description referred to hereinabove and attached 
hereto. A copy of Mr. Mondello's letter is attached hereto. 

As a result of the development of the new stainless steel unsealed brushless 
motor, the above-identified patent application was prepared and filed on November 21, 
2003. 



2 



In re die applicntion of: Moshe Leviial. 
Serial No.: 10/719,622 
Filed: November 2 K 2003 
Declaration of E. Wayne Foley 

Cynthia Locklear is the Corporate Counsel of International Motion Control Inc. 

(hereinafter "IMC"), having a place of business at 369 Franklin Street, Buffalo, New 
York 14202 USA. IMC is the parent and 100% owner of CMC. By letter dated 
December 10, 2003, from IMC over the signature of Ms. Locklear to Mr. Mondello, a 
copy of the application as filed, along with a Declaration and Power of Attorney and an 
Assignment were sent to Mr. Mondello for presentation to Mr. Levnat for his signature. 
A copy of the letter of December 10, 2003 is attached hereto, along with unexecuted 
copies of the Declaration and Power of Attorney and the Assignment. 

By letter dated February 7, 2004, Mr. Mondello replied to Ms. Locklear that "Mr, 
Levnat refuses to sign the patent application because he takes exception to the paragraph 
that states he has been amply paid." A copy of the letter of February 7, 2004 is attached 
hereto. In the letter, Mr. Levnat does not contest his obligation to assign his invention to 
CMC and/or IMC. 

The following legal analysis has been prepared by Joseph B. Milstein, USPTO 
Registration No. 42,897, who is the patent attorney representing CMC in this matter: 

35 U.S.C. §1 18 and 37 C.F.R. §L47(b) are the applicable law when a sole 
inventor refuses to sign a patent apphcation. 35 U.S.C. §118 is reproduced hereinbelow: 

35 U.S.C. 1 ItS Filing by otlier tiian inventor. 

Whenever an inventor refuses to execute an application for patent, or cannot be 
found or reached after diligent effort, a person to whom the inventor has assigned 
or agreed in writing to assign the invention or who otherwise shows sufficient 
proprietary^ interest in the matter justifying such action, may make application for 
patent on behalf of and as agent for the inventor on proof of the pertinent facts 
and a showing that such action is necessary to preserve the rights of the parties or 
to prevent irreparable damage; and the Director may grant a patent to such 
inventor upon such notice to him as the Director deems sufficient, and on 
compliance with such regulations as he prescribes. 

Based on the facts recited, a diligent effort has been made to obtain Mr. Levnat's 
signature. Mr. Levnat has reftised to sign. 

National Development Company v. Gray, 316 Mass. 240, 55 N.E.2d 783, 62 
USPQ 205, 1 53 A.L.R. 973 (1 944), is the leading Massachusetts Supreme Judicial Court 
decision finding an employment relationship deemed to be one where the employee was 
obliged to assign in the absence of a written agreement. In National Development 
Company v. Gray, tlie employee developed a new machine as part of his employment 
duties. The Massachusetts Supreme Judicial Court found that the employee was obliged 
to assign his invention to his employer because he was hired to develop and perfect the 
employer's machine, even though he had not signed an agreement and even though he 
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made the drawings at home on his own time during the term of his employment as an 
employee at will. A copy of National Development Company v. Gray is attached hereto. 

After Erie v. ihowpkins, 304 U.S. 64, 58 S.Ct. 817 (1938), federal courts are 
required to apply state common law if there is no applicable Federal law or US 
Constitutional provision that defines the law. Contract law, including agreements as to 
conveyance of rights in inventions, whether explicit or not, are therefore controlled by 
state law. Since Mr. Levnat worked in Massachusetts at the time of making his 
invention, it appears that Massachusetts common law as regards contracts should control, 
and the SJC opinion in National Development will be accepted as the law in either state 
or federal court. 

Otiier Federal court cases, such as Standard Parts Co. v. Peck, 264 U.S. 52, 44 
S.Ct 239 (1924) (pre-Erie), or Peels v. Chromalloy Gas Turbine Corp., 38 USPQ2d 1695 
(Fed. Cir. 1 99 1) hold as does National Development. Neither of these cases took place in 
Massachusetts, but they are among the more frequently cited cases. 

Mr. Levnat is identified as the sole inventor of the above-identified application. 
From the facts, it appears that he was hired specifically to ''Perform electro-magnetic 
design and development of all Servo motors." When his design and development efforts, 
for which he was paid a salary, resulted in a potentially patentable improvement, he was 
obliged, under the applicable Massachusetts law, to assign his invention to his employer. 
Additionally, as indicated above, Mr. Levnat does not contest this obligation to assign, 
but refi^ises to sign because he feels that his compensation has not been adequate. 

Mr. Foley, as President, respectfully submits that failure to permit the above- 
identified patent application to be prosecuted because of the refusal of Mr. Levnat to sign 
both a Declaration and Power of Attorney and an Assignment will irreparably damage the 
intellectual property rights of CMC to the extent that one or more patents may ultimately 
be granted upon the above-identified application and/or one or more of confinuation 
applications, divisional applications, continuation-in-part applications and/or 
international or foreign applications claiming priority to the above-identified application. 

The undersigned, having been apprised that willful false statements and the like 
are punishable by fine or imprisonment, or both (18 U.S.C. 1001), makes this statement 
knowingly and of his own free will. 
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7550 Hub Parkway » CleveJand, OH 44125-S79d 
PHONE {Z^6) 524-8800 - FAX 1216) 642-5155 



February 4, 2p6j:;: 



Mr MoshcXe^iiiV ':. ■ • .'• 
5500 Fornihiiisyjaif^-Dr^^^^^^ 
Durham NC '27:f 



Dea^^fo5be;V.;i^ 



We arc p ca^c4;^ ex^^^^^ an offer., upon saWsf^^ of our pre-employmem physical exam, 

to join Ucvelaa^flptiqn:^^ at earliest agreed upon arrival or two weeks sooner in the position 

ot Sr, EieciroNf^gjaeuc Erigince A condiiidii^f em^^ 
standard ^JXtploy^t^^i^^ ■ [ . ' 

Our offer coiisi^Ji^f::afba^e.sal4r^^^^^^^ rate of $85,000 phis benefits with an incentive bonus of 

20% based on tJ^fi^iiut^^^^ agreed upon objeiiives ro be provided at time of arrival - 10% paid quaiterlv 
upon ,accofnplis6(mcntS' 0^^^ objectives aniiiTOVo paid annually upon accomplishment ofS I OOK of 
shippable salesiQj<4e\v Enl^ Piibd.ucts b^ii^ess. A performance review will take place after six 

months of ^^tN'iife^iifeiJi^ entitled to two weeks vacation in 2003. which vvili be 

accrued each b^^ie^' pay /cycl^ and. v^ilUfeG^Mvis:. three weeks vacation cfTcctivc Januaiy 1. 2004 throuuh 
Decejrober 3 1,.2i&59A ^d 4 w^ks vac^^ 

CMC otTers o <6nS|)rfe]^enstivc and conipeTitivi^^fe^ plan including group health insurance, dental and 
vision, life insurjii^ei^qutii to twice, mintial 5aiii:y-(doubled for accidental death), Medical and Dependent 
care rcimburstfjiim, paid^^^^^^ ind yacaii%.ind 401(k) plan, which currently provides a company 
match of 2^% df;up xo 6% of your covewd coriip^nsatipn. 

Rclocarion allDVi^.^fEi(^3>n Stay America, stay may be oxrended upon 

personal apf)rov|l:,^rtlie ^ Manager. CMC will reimbui-se for travel expense . 

mdeagc, mcals^v^d 6nc night sitay foir the trafi^^froni NC to MA. 

Wc arc e.xcttB4.|^uji.ii^^^^ of having ^^OU]^^^ the organization and believe this position will provide 

you a subsumf^je.^lej^^^ jnake a major contribution to the success of our business. 

Please feel free^Kii^^ jjavc. 

Sincerely.." *..v:-*- * ' '-':'}:' ' : • 

Robert J. Kui]UL^g;^J^^^^^^^ ; 

Vice Presidcfif/TSiAii^^^ * .V • - ' 
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CMC - Torqiie Sf Sterns division 

SR. ELECTRpI^ / 5ERV0 PRODUCTS 

Reports (6: Eng^iiiem ; . : 

Hi^h en%:rgy,.rcs«iti:^^^^^ rhe electro-magnetics dcsisin of brush less/slotless 

motor for the El^ptrp-M-echani^^ / Servo Products Business. 

Essential DtiCi^:i^n^:H^s|^ ■:-[ : ; ( !. 

Perfonii|;elep;ir^^^^ designi-aiid di^veiopiDent of ail Servo motors. 

Works J^^Cdnjd^^^^^^ Sr: Mechahical Engineer to develop ail Elecrro-mcchanical products. 

Providc.#ie ,iea^ to support. the liifiu'kctiii^ effon in obtaining the high value added 
Enginef^^ct spiuriqns servo bijsiriess, . * • 

Supported (rM^ioixier r^teiiorishlp cfforts.,\^^ comprehensive technical product presentations. 
MaintaiHSf4iife'c^^^ kciy\c«st6met^ on an ongoing basis and is involved in major 

cus.bm^ij)ropi^^ 

Ajialyze"<ii^ta.such as q:iarketing proposal-; customer design specifications, application and 
envirQht^6riiat(.c0^^^^ of\ht design. 

Wirb ^be^.^^KlE, Ic^^ the .Desigii Revfewi ii^ of ail new 

product .jilaffd^^^ 

Witb^ the;^^ Mechanical Ejigincer,, provide die leadership to determine the root cause analysis of 
till dusiomgir./^^ /.supplier / martliifai^^ Action Request. 

\^/'ith.the.Sr! WE:' review andiapfivpy changes* specifications, and drav^ing releases of 

electto-r^gneii^^^^ . ; \ 

Works Ayjth:o;pei^^^ departments td:ac;hieve goals and overall product development objectives. 
Coordmli^ls aptiyities concerned, with feichnical developments, scheduling, and resolving 
engineering -^sigi)^^ problems, j ; 
Assist r(i|f«jfUfflCniViii^ problerhs arid t^u^U^ determinations. 

Assist. ihe seleciibh ipii'eiquipm and test procedures ro assure product qualit)' 

confon.ti>ari.e.e-' , ■' 

Train. an^.t=9i^iitor. Jr.. fn^ in fhe depanmeni. 

Otberdui'li^isas^pplic^^^ ' 

Performance' iVfj^r^cs;*": 

ProducrMev^fopm^ project on cimexortt^pleiioQ to objectives 

Successifoj f acceptance :iof appjip'ktipn product design recommendations 

lsievv.pix?j|ocillaurtc^^ are succe^sitUl ifiThe market place as defined by the project proposal, 

CoTOctiye.Action^^^^^^ solutions to problems 

C6otinu|u5^;effon' to re torque of all products. 

Meeiin^.>!foteip cost, objectives ('C^^ / Expense Items / Engineering Hours) 

Qualincatioiis: . ' 

MSEfe. '.• _ '-.y' 

Minimum ,6^f.5 yiears cxperkKcc in pro^u^^ and application of linear or rotating 

mackiinfe's" ;:• " • * • ■'• . *'■' " • 

In dep*:;:kn:o\^^^ and vvoi;k experieivte u^^^ Magnetics FEA and Solid Works. 

ExceUerjit' V'ertai^^^^ ^ v.; . . 

Exceitci$r;dpni^^ 




Grotc stainless steel uns ealed bnishlesa motor proposal concept -3/1 8/0^ S-^ 

The purpose ofthis memo is to clearly describe the "Stainless steel" brushless motor 
design and construction. Hie unsealed motor is designed to operatii m a wet environment. 

Commutating encoder 

• The proposed IP64 Sealed commutating 1000 line HS15 encoder will be mounted on 
the rear end cap and enclosed in a sealed SS (stainless steel) cover. 

• HS 1 5 Micoder Teflon leads will exit from cover TBD. 

Stator 

• The construction of the stator will be accomplished by elcctrolisss Ml plating the 
existing BNL2300 12 slot lamination design to a thickness of 0 .0008 4-/-0 .0002 

• The design is based upon a 2.500" stack of plated laminations. 
The completed stack will be fluidiz e coated to in house standard design requirements 
a nd a wmding o f HML maf^ etwi^will b e inserted. The statoj leads will t;e of v / U 
Teflon material. Stator winding to be %eg^?y trickle impreji^ r'v—^ ^'/^ iakX^-oj^'H i 

• The motor SS housing will be shrink fitted to the stator with aii.intetfercnce fit of tM^^ 
0.002 +/. 0.0005. Additional brush on impregnation will be applied to the stator end ^ 

turns after the stator is heat fitted to housing. 

Rotor 

• The construction of the rotor will be a single piece design with S-machined fecets that 
would locate the neodymimn iron NI plated magnets. 

• The assembly will consist ofa single piece SS416 shaft, 8 neo<lymium iron nickel 
plated magnets, two 300 sotcs SS end rings 0.300 thick pressed on to the shaft. 

• The end rings are designed to locate and support a shrink fitted 300 series 0.015 thick 
SS sleeve. 

Resulting in a waterti^i rotor constmction. 
Bearings 

• Size same as the esdsting BNL 2300 motor 

• The (sealed type) bearings and lubrication will be FDA compalible (ie. 440 races 
shields, Seals,) * 

Housing 

• Motor single piece housing and mounting plate and rear end cap to be constructed of 
300 series SS 

Hardware 

. All hardware (shims, screws, washcrs. etc.) wiU be selected form non-oxidizing. FDA 
compatible materials. 



U\ d see -OKI SW3iSAS 3noaOi dud WdSE:2X PRPi?-RP-Anki 
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MONDtlLO & MONDELLO 
/iixiyrwysAtlMw 

Uedfai^; Uassachusens 02155 
(781) 3?5^Mo/Kax(78J) 391^3009 



I. I 



MoiKfay;;-^ugust .04, 200i. 



HAND DJ£UVERED msm 



Roben Roiieg^jViqe PresideAt A Oencral Manager 
Cleyelai^ri^iBh Coftttdls,:aec^»iMechaiucal Division 



, ! . . dated Aug^^^^ 
Dear N^:J^ifiii^: 

Ple8sc^Bc ':^mdd tbat this office tepttsent ifae above named Moshe Levnat vfbo has 
pre^mted iis. with your lejter/meniii bf August 4. 2003 puiport to be an answer to his 
^^^:m:^^^^i^^<^n agrefine^^tQ terminate his employment 

Your n^^iSjWfMve, setf-^iyi^^^^^ and not representatjjve of your recent 

disc\issio%;.^»k at best js^ weak Atejnpt to cover up your feilure ro live up to the tenns of 
the efe||g(tacftt agteeiiient v^h j^frf Levnat dated February 4, 2003(copy attached) and 
your desii^ tb t^inate hiseehpibyment 

Mt. Levnat^as no desire to tennitotjc his employment with Cleveland Motion Controls 
but iic ym to Mye tip lo Agreement of employmeni you presented to him, 

when y^;^wtre f^ng to <urie;teii6iyour company. 

If yovi v»($ptt6 t^nate hin*;theis tJbie termination agreement should be drawn up now, 
stating «Btotly isa^at hi?, e^u^pen^kibn will be at the conclusion of his employment and 
retlectta^tlie following: 

. His ^pin^n^tidJa forjkedtig as nunager for the past six months, which 
• * hig^«r,lP^^ .SQale and contr^iy to what you say, is not part of his 

/ • y 'V-'ivj^ descriptlwt.'-,'. ,'• v'",;-." 

P'?.?^ iiicerttive bbiwi which was to be paid quarterly, 

: (.^s 1 0 percent bpnus^^y'hich was to be paid annually based on sales. (This 
^ ^a^d .biei»OTiated; " 
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unosed vacatioa tune. 
It IS iiitei^ tp nofe ^ yp^vi^ye not complied with several tenns of your initial 

p > ^^^'^.g^^^^'^g? have been ajt, resulting in aaamW^ 
he ha£:m«l&^u^erotts lequests for the same. 

M'- ^: hired aeogineering manager or a senior 

s^^**^- If you ate ameiial^te;9leafie contact me diiectly or through yonr attorneys. 



F»cc<ijj^r Piitricjkt;^^di^ 716-855-1400 
■^v''*'^'^^^ 216^2-2131 
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7550 Mu6 Parkway > CKveUnd. OH 4412S.in4l 
PH0M6 <216> 524^0 -FAXT^IW^^^^ 



Febnjary4,'2p6;§:/ ; . 

Mr. Moshc tcsS^V >. 

5500 Foituttei:»dg^ Dv^94B 

DufhaniNC'27tJ3;.;- 



of Sr, Bi:cfr>aim^S?iS^'tc^^ '» pcsirioa 



» y ♦ :- • 



^S^^^lSf^t^^j^ '•'f of S«S^ p,u, benefits wi.h an incentive bonus of 

care i-eimbap3«fti^ T i^^lc^.<dowbled tor accidental dea»h). Medical and Dcpendenr 

Am*""- "«y ^^tended upon 

To^ -ubSiS^^I^^S^^^^ beHeve d.is posino. wi„ p„.,,e 

^.TR?»WJe «•» we opp«Rua{c]f « oMln n m^vjcr contribalbn to the shccsss of o»tr busia«s. 

Sincerely. .•• ' '";•'! ■• '''' ■ 

Robert J. Kuiwi^/yr . • • ' " 

^'K^Prii'td&HtflSt&fitalH^^ •.■.',••'.■1' 
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SR. ^L£CTR,^#,tN^,NEE* - Ei,^^^^ , ^^^^ ^^^^^^ 

Reports (o: Eni^iing^f^M»gi:^:: , ' ; • 

Essential I>«ti«i»^;)^t.tsppruibllft^ • 

■ w«5«#^^^^^""*'^^^^^ Servo motors 

EniUne«ip«t.soiii,r^/5ervo bji^^^^^ mai^ecui^ efibir in obttming the high value added 

e»sini^$4d?xlj&tSr^^^^^^^^ "ievelopment,. scheduling, and resolving 
Assist m^e»mf\n^ probtems and quajj^ determinations 

cSS^^?"'" " l-^e^-lec'ten bl*^^^^ test p«ccdu«s .0 assure product qaality 

!'?',*!''*^?^.^''VJr..^ligineeh; in'ihe .dSpiiinniJnt 
Othercl»<j|ip5.asapplii5abie.: ' :: ■ 

• • ..• ■ • • 

Performs nee' Metiri^:' . ■ •• 'V''. ' 

P(-odu.cr^;^Y«»S«men» project on ti,ne:toai£jetioa to objectives 

S?S2^S P"""" '^"i*" »«»m«end«ions 
Sl'J^?^* "'^ markw place as defined by the project proposal 

CofTCci^..A«ion.ft.w^vy$.$upjio solutions to problems ^ 

Qualincatioiis; • , 

^'^^■''''P^'^}^^ and application of linear or rotating 

FxSiy jdS^^^^ Magnetics FEA and Solid Worics. 

Excellefljf.^pRijttiuiikatiop skiii;' ' -i, ' v y ' • ' 
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INTERNATIONAL MOTION CONTROL INC. 

36S Pranktir)jStr.e9t,.Buffolo, N^wYark 1.4202 
Tat: (716) 85S'250O Pa«: (716) a55>146o 



Anthony P. Mondello, Esq. 
MONIDELLO & MONDELLO 
Zero Governors Avenue 
Medford, Massachusetts 02155 



Re: Your Client: Moshe Levnat, Inventor 
Utility Patent Application for 
STAINLESS STir. EL UNSEAT.ED MOTOR 

Dear Mr. Mondello; 



Enclosed you w,ll find a copy of the above referenced utility patent application as filed with the US Patent 
?^ZT ^7:f 21, 2003. which I ask that you deliver to Mr. Levnat. I am also enclosing a Declaration 
and Power of Attorney and an Assignment which we are requesting tliat Mr. Levnat sign. Where indicated 
Mc Levnat should execute and date these documents, in ink. Mr. Levnat may make changes to biographical 

^J^fT' V • "1'^'^'"^ ^^''^ ^'^''^ ^P°" con>pletion, please r«tum the documents to me 

IMC s Patent Counsel will progress completion of the filing. 

Please contact me should you have any questions regarding these enclosures. 



Very tmly yours, 

INTERNATIONAL MOTION CONTROL INC. 




Corporate Counsel 



cc: E. Wayne Foley, Robert Kuniega 
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MONDELLO & MONDELLO 
Attorneys At Law 
Zero Governors Avenue 
MeJfonJ, MasseuAusetu 02155 

(781) S95'1850/Fax(78l) 391-3009 



Phil^MondeDo 
1921-1978 
AnAmy P. Manddh 



Saturday February 7,2004 



Cynthia E. Lbcklear, Coiporate Counsel 

International Motion Control, Inc. 

369 Franklin Street, BuffiJo. New York 14202 

Re: Moshe Levnat/Patent ^plication 
Dear Ms. Locklear: 



FEB. 27, 2004 3:19PM 




I apologize for not answering sooner but I have been plagued with health problems for 
the past 6 or 7 weeks but I am now back on an even keel. 



Mr. Levnat refuses to sign the patsnt application because he takes exception to the 
paragraph that states he has been amply paid. In view of the complaints he has against 
IMC and the contemplated lawsuit, I agree with his position. 




CC: Moshe Levnat 



